United States Patent and Trademark Office 



CMTED STA I KS DEPARTMENT OF C:OMM£RCX 
United States Patent and Tradcfoark Office 

n: COMMISSIONER FOR PATENTS 
P.O. Bfvt 1450 

Alexaadrm. Viiyinb 22313-1450 



APPLICATCONNO. 



FILING DATB 



FIRST NAMED INVENTOR 



ATTORNEY EKKKET NO. CONFIRMATION NO. 



10/705,482 



27?."! 5 



l!/ia^2003 



John A. fieiiaglio 



7334-0003-2 



5153 



EXAMINER 



WILLIAM C. CRUTCHER 

MCCORMICK, PAULDING & HUBER, LLP 

185 ASYLUM STREET, CITY PLACE IL iSTH FLOOR 

HARTFORD, CT 06103-4102 



ARTUNJT 



BAREFORD, KATHERfNE A 



PAPER NliMBER 



1762 

DATE MAILED: 02./2Z''2005 



Please find below and/or attached an Office cotmnunication concerning this appUcation or proceeding. 



PTa90C (Rev. 10/03) 



OfficG Action Summsrv 


Application No. 

10/705.482 


Appllcant(s) 

BENAGLIO ETAL 


Examiner 

Katherine A. Bareford 


Art Unit 
1762 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to comnnunlcation(s) filed on 04 February 2005 . 
2a)K This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 
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4) S Claim(s) li7 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1 and 3-7 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) Q C!aim(s) are subject to restriction and/or election requirement. 
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Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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DETAILED ACTION 

1. Tke amendment of Fet. 4, 2005 kas keen received and entered. It is noted tkat no 
ckanges kave keen made to tke claims 

Claim Rejections - 35 USC §103 
2- Tke following is a quotation of 35 U.S. C. 103(a) wkick forms tke kasis foraU 
Obviousness rejections set fortk in tkis O&ce action: 

(a) A patent may not te oLtained tkough tke invention is not identically disclosed or described as set fortk in 
section 102 of tkis title, if tke differences between tke subject matter sougkt to be patented and tke prior art are 
suck tkat tke subject matter as a wkole would kave been obvious at tke time tke invention was made to a person 
kaving ordinary skill in tke art to wkick said subject matter pertains. Patentability skall not ke negatived by tke 
manner in wkick tke invention was made. 

3. Tke factual inquiries set fortk in Graham v. John Deere Co,, 383 U.S. 1, 148 
USPQ 459 (1966), tkat are appked for estaUisking a background for determining obviousness 
under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining tke scope and contents of tke prior art. 

2. Ascertaining tke differences between tke prior art and tke claims at issue. 

3. Resolving tke level of ordinary skill in tke pertinent art. 

4. Considering objective evidence present in tbe application indicating obviousness or 
nonobviousness . 

4. Tkis application currently names joint inventors. In considering patentability of tke 
claims under 35 U.S.C. 103(a), tke examiner presumes tkat tke subject matter of tke various 
claims was commonly owned at tke time any inventions covered tkerein were made absent any 
evidence to tbe contrary. Applicant is advised of tke obligation under 37 CFR 1,56 to point out 
tke inventor and invention dates of eack claim tkat was not commonly owned at tke time a later 
invention was made in order for tke examiner to consider tke appkcakikty of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

5. Claims 1 and 3-7 are rejected under 35 U.S.C. 103(a) as keing unpatentable over Algeri 



et al (US 4060052) in view of Marion et al (US 4693376) and Giesinger et al (US 6063195). 
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Algeri teackes a process for coating parts. Figure 1 and column 1, lines 5-25. Tke parts 
can Le a Leverage can, for example. Column 1, lines 10-20. A single ordered stream of parts 
kaving a repeating sequential order is provided. Column 1, Unes 25-55 and column 2, line 60 
tkrougk column 3, line 5 and figure 1. Tkis repeating sequential order enakles identification of 
tke parts ky tke location of tke parts in tke ordered stream. As skown Ly column 1, lines 25-55 
and column 2, line 60 tkrougk column 3, line 5 and figure 1. Tke stream is caused to move 
witk an intermittent motion kaving a move time and a dwell time. Column 1, lines 25-55, A 
plurality of coating guns is provided to "fire at'' or coat tke parts during tke dwell time. Column 
2, line 60 tkrougk column 3, line 5. Tke coating woxJd ke a set rate, wkick wotJd Le tke normal 
firing rate. Column 5, lines 20-30. A desired portion of a part is coated witk a first coating gun 
during a first dwell time. Column 1, lines 44-47, 

Algeri teackes all tke features of tkese claims except tke (1) drawn metal parts, (2) tke 
inspection, (3) tke replacement of tke first gun witk a second gun, (4) tke firing speeds (claims 
3,4,6, 7) and (5) tke skifting of tke second gun (claims 4,7). 

Marion teackes tkat wken coating Leverage cans on an assemkly line, it is well known to 
provide an automatic inspection system to make sure tkat tke appked coating is acceptakle. 
Column 1, lines 10-60. Furtkermore, Marion teackes tkat it is well known tkat cans are made 
from drawn metal parts. Column 1, Ines 10-35 and 45-50. 

Giesinger teackes coating a moving part using multiple spray guns in an assembly line 
tj^e situation. Column 3, lines 25-50. Giesinger teackes tkat wken using tkese multiple spray 
guns, it is desirakle to provide an additional coating gun so as to te movakle to replace a fatJty or 



Application/Control Numter: 10/705,482 Page 4 

Art Unit: 1762 

broken down coating gun to take over tke task of tke defective coating gun. Column 4, lines 10- 
15. 

It would kave keen okvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Algeri to provide tkat tke cans were made from drawn metal parts as suggested 
ky Marion witk an expectation of providing a desirakle can for keverage use, kecause Algeri 
teackes to coat cans, and Marion teackes tkat keverage cans are desirakly made from drawn metal 
parts. It would furtker kave keen okvious to modify Algeri to provide automatic inspection means 
for determining if tke coating was defective as suggested ky Marion in order to provide desirakle 
final coated products, kecause Algeri teackes spray coating keverage cans, and Marion teackes 
tkat wken coating keverage cans it is desirakle to provide an automatic inspection of tke cans on 
tke assemkly line so tkat defective cans wiU not be used. Tkis inspection would desirakly occur 
during a dwell time, kecause Algeri teackes an intermittent movement of tke assemkly line, witk 
actions occurring during tke dwell time. It would furtker kave keen okvious to modi^ Algeri in 
view of Marion to replace tke first coating gun witk a second, replacement, coating gun if tke 
inspection reveals tkat tke first coating gun is defective as suggested ky Giesinger in order to 
provide optimum coating efficiency, kecause Algeri in view of Marion teack spray coating cans in 
an assemkly line process and inspecting tke coated cans, and Giesinger teackes tkat wken spray 
coating witk miJtiple spray guns in an assemkly type process, it is desirakle to provide an 
additional replacement coating gun tkat is movakle to replace a faulty of kroken down coating 
gun during tke process. Tkis would provide a second spray gun to replace tke first spray gun to 
allow coating parts in tke same sequential location tkat was previously assigned to tke first coating 
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gun. As tke inspection reveals tke condition of tke coating, it would reveal wken tke spray gun 
kegan providing defective coatings, and at tke least, it would Le suggested to note tke sequential 
order and position of tke cans as tkey moved down tke line to ke akle to tell wkick spray gun 
made wkick coating for tke purposes of replacing tke spray gun as suggested Ly Giesinger, since 
tke cans move in an ordered, sequential motion. Tke movement of tke second spray gun into 
position wovJd provide "skifting' 'of tke second spray gun along tke ordered stream into position 
as claimed. As to tke firing speed of tke second coating gun as compared to tke firing speed of 
tke first coating gun, Algeri provides tkat tke dwell time is controlled to allow tke spraying and 
otker controlled functions (see column 5, knes 20-30), and tkus tke spraying woiJd ke optimized 
Ly routine experimentation for a replacement spray gun taking into account kow long its otker 
functions would take, suck as movement into tke can. 



Response to Arguments 
6. Applicant s arguments filed Fek. 4, 2005 kave teen fully considered kut tkey are not 
persuasive. 

Applicant argues tkat Algeri and Marion do not identify wkat to do in tke event of failure 
of a spray gun. Applicant furtker argues tkat Giesinger detects inoperative guns from monitoring 
tke flow of powder tkrougk tke gun, and furtker provides an alternative emkodiment of a 
corrective action of using a vertically movakle additional gun. According to applicant, one is left 
to speculate kow tkis additional gun is mounted and manipiJated to siikstitute for tke defective 
gun. Appkcant argues tkat tke present appkcation does not require tke addition of a superfluous 
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spray gun, ratker tke existing spray guns «ire operated or manipulated in an unoLvious way (Ly 
firing at doutle rate or skifting position) so tkat tkey automatically and instantly continue to coat 
tke parts and maintain identification of tke source of tke parts. As to claim 3, appkcant argues 
tkat tke references ^ not suggest processing in a second spray gun at twice tke normal processing 
rate. As to claim 4, appkcant argues tkat tke references do suggest tke skifting and operational 
speed claimed. As to claim 5, as to tke skutting down of guns tkat are producing defective 
coatings, appkcant argues tkat tke references do not appear to address tke proklem of inoperative 
spray guns otker tkan ky removal and installation of guns requiring replacement (or ky a vague 
statement ky Giesinger unsupported ky any disclosure) so as to minimize downtime associated 
witk a malfunctioning processing system. Applicant furtker notes tkat wkile tke Examiner states 
tkat Giesinger teackes tkat a second additional spray gun can replace a first spray gun to allow 
coating parts in tke same sequential location, unfortunately Giesinger does not skow kow tkis IS 
done. If tke same location is used to replace one gun witk anotker, tke defective parts would 
continue to pile up as scrap parts wkile tke sukstitution is taking place. 

Tke Examiner kas reviewed tkis argument, however, tke rejection is maintained. As to 
tke sequential nature of tke cans of Algeri, tke claims merely require tke sequential order enakling 
identification of tke part ky location of tke part in tke stream, wkick is provided hy Algeri, as 
discussed in tke rejection akove. For example, tke movement of tke cans in indentified groups of 
two provides a repeating sequential order to tke extent required. As to tke teacking of Giesinger, 
tke reference specifically provides a teacking of providing an additional (or second) coating gun so 
as to Le movakle to tke level of tke f atJty or troken down coating gun to take over tke task of tke 
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de&cient coating gun. Regardless of wketker tkis teacking is brief or is an alternative 
emtodiment, it is a clear teacking tkat a defective gun can he replaced ky a second gun tkat skifts 
to tke first gun's locale to perform coating. Tkis is all tkat is required ky tke claims (see claim 1, 
part (g)), for example. Wkile appUcant discusses tkat tkey do not use an additional gun, kut 
ratker operate or manipulate existing spray guns in tke process to instantly continue tke coating, 
none of tkese features are actually required ky tke claims. Altkougk tke claims are interpreted in 

of tke specification, limitations from tke specification are not read into tke claims. See In 
re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). As to claims 3 and 4 as to 
tke firing speed of the second gun as compared to tke firing speed of tke first coating gun, tke 
Examiner kas taken tke position tkat Algeri provides tkat tke dwell time is controlled to allow 
tke spraying and otker controlled functions (see column 5, lines 20-30), and tkus tke spraying 
wotJd ke optimized ky routine experimentation for a replacement spray gun taking into account 
kow long its otker functions would take, suck as movement into tke can. Applicant kas provided 
no explanation as to wky tkis is not tke case. As to claim 4 as to tke skifting of tke second gun 
along tke ordered stream, the bxaminer notes thatG iesinger clearly teackes tkat tke second gun 
is movable to replace tke first gun. One of ordinary skill in tke art would optimize tke placement 
of tke kack-up or second gun to allow for efficient skifting to replacement positions, wkick would 
include "skifting" or moving along tke ordered stream so it can ke placed in a desired location for 
taking over spraying tasks, since overly long replacing time wovJd delay tke coating kne or allow 
for more defective parts to kuild up. As to claim 5 as to skutting down defective guns, it would 
clearly kave been okvious tkat if a gun was to ke removed and replaced ky a second, replacement 



Application/Control Numter: 10/705,482 Page 8 

Art Unit: 1762 

gun, tke first gun woiJd kave to be skut down, since it wotild no longer he performing tke 
spraying tasks. As to tke argument tkatG iesinger does not skow kow tke second spray gun 
replaces tke first spray gun, tke reference clearly indicates tkat tke second spray gun is moved to 
tke area of tke first gun to replace it. Wkile defective parts may pde up during tkis replacement 
time, tkis is not prevented ky tke claims as worded. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Appkcant is reminded of tke extension of time 
pokey as set fortk in 37 CFR 1.136(a). 

A skortened statutory period for reply to tkis final action is set to expire THREE 
MONTHS from tke mailing date of tkis action. In tke event a first reply is filed witkin TWO 
MONTHS of tke maikng date of tkis final action and tke advisory action is not mailed until 
after tke end of tke THREE-MONTH skortened statutory period, tken tke skortened statutory 
penoa wiU expire on tke date tke advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will ke calcvJated from tke maikng date of tke advisory action. In no event, 
nowever, will tke statutory period for reply expire later tkan SIX MONTHS from tke mailing 
date of tkis final action. 

8. Any inquiry concerning tkis communication or earker communications from tke 
examiner skoiJd ke directed to Katkerine A. Bareford wkose telepkone numker is (571) 272- 
1413. Tke examiner can normally ke reacked on M-F(6:30-4:00) witk tke First Friday Off. 
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If attempts to reack tke examiner by telepkone are unsuccessful, tke examiner's 
supervisor, Skrive P. Beck can ke reacked on (571) 272-1415. Tke fax pkone numkers for tke 

organization wkere tkis appkcation or proceeding is assigned are (703) 872-9306 for regular 
communications and for After Final communications. 

Otker inquiries can Le directed to tke Teck Center 1700 telepkone numker at (571) 

272-1700. 

Furtkermore, information regarding tke status of an appkcation may he oktained from 
tke Patent Appkcation Information Retrieval (PAIR) system. Status information for pukksked 
applications may ke oktained from eitker Private PAIR or Pukkc PAIR. Status information for 
unpuklisked appkcations is availakle tkrougk Private PAIR only. For more information about 
tke PAIR system, see kttp://pair>direct.uspto.gov . SkoiJd you kave questions on access to tke 
Private PAIR system, contact tke Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




